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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  79128458
 
MARK: PATSTAT
 

 
        

*79128458*
CORRESPONDENT ADDRESS:
       BARBARA J GRAHN
       OPPENHEIMER WOLFF & DONNELLY LLP
       222 SOUTH NINTH STREET SUITE 2000
       MINNEAPOLIS, MN 55402
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Europäische Patentorganisation
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       22426-2033
CORRESPONDENT E-MAIL ADDRESS: 
       bgrahn@oppenheimer.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 10/8/2015
 
 
THIS IS A FINAL ACTION.
 
INTERNATIONAL REGISTRATION NO. 1155898
 
 
 
INTRODUCTION TO SUBSEQUENT FINAL OFFICE ACTION
 
This Final Office Action is written in response to applicant’s “Response to Office Action” (hereinafter
“Response”) dated September 16, 2015.
 
In her last Office Action, the examining attorney raised the following refusal(s), requirement(s) and/or
advisories:   Amendment to the entity/citizenship information; Insufficient claim of acquired
distinctiveness; final Section 2(e)(1) refusal; final Section 2(d) refusal.
 
In its Response, applicant amended its entity/citizenship information and provided additional evidence to
support its Section 2(f) claim of acquired distinctiveness.  In light of applicant’s response and the
amendments contained therein, the Section 2(e)(1) refusal has been withdrawn and the requirement for an

http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=79128458&caseType=SERIAL_NO&searchType=documentSearch


acceptable entity/citizenship has been satisfied.  TMEP §§713.02, 714.04. Applicant also provided
arguments against the Section 2(d) refusal. After careful consideration these arguments have been deemed
unpersuasive.   For the reasons set forth below, the refusal under Trademark Act Section 2(d) is now made
FINAL with respect to U.S. Registration No(s). 4240553.  See 15 U.S.C. §1052(d); 37 C.F.R. §2.63(b).
 
 
FINAL:  SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
 
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S.
Registration No. 4240553.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.
  See the enclosed registration. 
 
Introduction to Section 2(d) Analysis
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  A determination of
likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) aid in this
determination.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253,
1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d
1471, 1474 (Fed. Cir. 2000)).  Not all the du Pont factors, however, are necessarily relevant or of equal
weight, and any one of the factors may control in a given case, depending upon the evidence of record. 
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic
Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de
Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567.
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods and/or services.  Syndicat Des Proprietaires Viticulteurs De
Chateauneuf-Du-Pape v. Pasquier DesVignes, 107 USPQ2d 1930, 1938 (TTAB 2013) (citing Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976)); In re
Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010); see TMEP §1207.01.  When comparing the
marks, they are compared in their entireties for similarities in appearance, sound, connotation, and
commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir.
2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A.
1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods and/or services are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012);
Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002);
TMEP §1207.01, (a)(vi). 
 
In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of
the goods and/or services, and similarity of the trade channels of the goods and services.  See In re Viterra
Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc.,
59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.
 
Comparison of the Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial



impression.  Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d
1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee
En 1772, 396 F. 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v). 
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”   In re
Davia, 110 USPQ2d 1810, 1812 (TTAB 2014) (citing In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d
1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988)); TMEP
§1207.01(b).
 
When comparing the parties’ marks, the question is not whether people will confuse the marks, but
whether the marks will confuse people into believing that the goods they identify come from the same
source. In re West Point-Pepperell, Inc., 468 F.2d 200, 201, 175 USPQ 558, 558-59 (C.C.P.A. 1972);
TMEP §1207.01(b) Thus, the test is not whether the marks can be distinguished in a side-by-side
comparison, but rather whether the marks are sufficiently similar in terms of their overall commercial
impression that confusion as to the source of the goods and/or services offered under the respective marks
is likely to result.  Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053,
103 USPQ2d 1435, 1440 (Fed. Cir. 2012); In re Davia, 110 USPQ2d 1810, 1813 (TTAB 2014); TMEP
§1207.01(b).  The proper focus is on the recollection of the average purchaser, who retains a general
rather than specific impression of trademarks.  United Global Media Grp., Inc. v. Tseng, 112 USPQ2d
1039, 1049, (TTAB 2014); L’Oreal S.A. v. Marcon, 102 USPQ2d 1434, 1438 (TTAB 2012); TMEP
§1207.01(b). Additionally,  matter that is descriptive of or generic is  less significant or less dominant in
relation to other wording in a mark.  See In re Chatam Int’l Inc., 380 F.3d 1340, 1342-43, 71 USPQ2d
1944, 1946 (Fed. Cir. 2004); In re Binion, 93 USPQ2d 1531, 1534 (TTAB 2009).
 
In this particular case, applicant’s mark is “PATSTAT” claimed in standard characters.
 
Registrant’s mark is “PATSTATS.ORG” claimed in standard characters.
 
The first step in comparing the marks requires an evaluation of the commercial impression of the marks. 
While the parties’ marks are compared in their entireties, it is important to note that one feature of a mark
may be more significant or dominant in creating a commercial impression.  See In re Viterra Inc., 671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058,
224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). .  Greater weight is often given to
this dominant feature when determining whether marks are confusingly similar.  See In re Nat’l Data
Corp., 753 F.2d at 1058, 224 USPQ at 751.   Various factors are considered in determining the dominant
element of a compound mark.  For example, consumers are generally more inclined to focus on the first
word, prefix, or syllable in any trademark or service mark.  See Palm Bay Imps., Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1772, 396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005);
Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part
of a mark which is most likely to be impressed upon the mind of a purchaser and remembered” when
making purchasing decisions).Therefore, this first element is given the greatest weight in a Section 2(d)
analysis.  
 
In applying this analysis to both the applicant’s and registrant’s marks, it is clear that applicant’s mark is
similar in commercial impression to the registrant’s mark. In this case, not only do applicant’s and
registrant’s marks begin with identical first elements, the second elements of the marks are also highly
similar, varying only by a terminal letter “s.”  Put another way, it appears that applicant has merely
deleted the portion of the registrant’s mark that indicates pluralization and identifies a generic top level
domain.  The mere deletion of wording from a registered mark is often insufficient to overcome a
likelihood of confusion.  See In re Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257 (Fed. Cir. 2010); In
re Optica Int’l , 196 USPQ 775, 778 (TTAB 1977); TMEP §1207.01(b)(ii)-(iii).  Applicant’s mark does



not create a distinct commercial impression because it contains the same common wording as the
registered mark, and there is no other wording to distinguish it from the registered mark. Therefore, as
applicant’s mark is completely incorporated within the registrant’s mark, the marks share identical
dominant terms, and the registrant’s mark contains no other elements to distinguish it from the
registrant’s mark, applicant’s mark is highly similar in commercial impression to the registrant’s mark.
 
Applicant’s mark is also considered similar in sound to the registrant’s mark.  Here, applicant’s mark
and registrant’s mark are highly similar in sound as the applicant’s mark is completely incorporated
within the registrant’s marks. Thus, every time registrant’s mark is pronounced, every element of
applicant’s mark is also pronounced and in the same order as the elements comprising registrant’s mark.
Therefore, the marks are inherently similar in sound when pronounced. Please note that the TTAB has
held that similarity in sound alone may be sufficient to support a finding that the marks are confusingly
similar, and that slight differences in the sound of similar marks will not avoid a likelihood of confusion.
 In re Energy Telecomm. & Elec. Ass’n , 222 USPQ 350, 351 (TTAB 1983);  In re White Swan Ltd., 8
USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586
(TTAB 2007); In re Viterra Inc., 671 F.3d 1358, 1367, 101 USPQ2d 1905, 1912 (Fed. Cir. 2012); TMEP
§1207.01(b)(iv).
 
Finally, applicant’s mark is also considered confusingly similar in appearance to the registrant’s mark. 
Marks can be confusingly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases appearing in both applicant’s and registrant’s mark.  See Crocker Nat’l Bank v.
Canadian Imperial Bank of Commerce, 228 USPQ 689 (TTAB 1986), aff’d sub nom. Canadian Imperial
Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987)
(COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986)
(21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985)
(CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ 174 (TTAB 1984)
(COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558
(TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975)
(LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).  In this case,  the marks contain the highly similar
elements “PATSTAT” and “PATSTATS.”   Therefore, as highly similar terms appear in both applicant’s
and registrant’s marks, applicant’s mark is also considered confusingly similar in appearance to the
registrant’s mark.
 
Comparison of the Goods and Services
 
Applicant’s and registrant’s goods and services are compared to determine whether they are similar or
commercially related or travel in the same trade channels.  It is important to note that the goods and
services of the parties need not be identical or even competitive to find a likelihood of confusion.  See On-
line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if the goods
in question are different from, and thus not related to, one another in kind, the same goods can be related
in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).   The
respective goods and/or services need only be “related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods
and/or services] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d
1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).
 
In this case, applicant’s identified goods and services are, “Downloadable electronic data files and



databases containing information about patents and utility models, namely, publications, registration
status, information, texts, drawings and pictures; data files and databases recorded on data carriers
containing information about patents and utility models, namely, publications, registration status,
information, texts, drawings and pictures; none of the foregoing including information in the field of
patent law litigation statistics;” “Services consisting of the compilation and systemization of data
pertaining to patent data in computer databases, particularly publications, registration status, information,
texts, drawings and pictures concerning patents and utility models in computer databases; providing an
online searchable database pertaining to patent data, particularly publications, registration status,
information, texts, drawings and pictures concerning patents and utility models; none of the foregoing
including information in the field of patent law litigation statistics;”  “Transfer of data by
telecommunications, in particular transfer of data containing publications, texts, information, registration
status, drawings and pictures concerning patent and utility models, excluding information in the field of
patent law litigation statistics;” and “Development and rental of computer software; providing search
engines for data bases pertaining to patent data, particularly publications, registration status, information,
texts, drawings and pictures concerning patents and utility models, excluding information in the field of
patent law litigation statistics; Providing internet search engines.”   
 
Registrant’s identified services are, “Providing on-line information in the field of patent law litigation
statistics.”
 
Applicant’s goods and services are related to the registrant’s services in that they both engage in the
provision of patent-related statistics.  Additionally, as the attached internet evidence demonstrates, these
goods and services are not only related, but are found in similar trade channels and commonly emanate
from a single source. For example, Patexia.com and RPX provide on-line information in the field of patent
law litigation statistics as well as provide and transfer compiled patent statistics held in databases
containing general patent information including  publications, registration status, and general information,
that can be accessed and searched online.   https://www.patexia.com/ip-research/lawsuits,
https://www.patexia.com/ip-research; https://search.rpxcorp.com/users/sign_in. Also, the attached
evidence from the USPTO website and  the Michigan Law Library website demonstrate that patent
information, statistics, and case law can all be found at the same online source. See,   
http://libguides.law.umich.edu/c.php?g=38140,  
http://www.uspto.gov/patents-application-process/search-patents,   http://www.uspto.gov/patents-
maintaining-patent/patent-litigation/resources; see also, https://lexmachina.com/patent-case-trends-
business-litigation/.  Moreover, it is not uncommon for general patent information and related litigation
information to emanate from a single source. For example, Twin Dolphin online software provides
“highly quality and up-to-date” patent data that includes general patent information as well litigation
information.  See, https://app.twindolphinsoftware.com/content/reports,
https://app.twindolphinsoftware.com/demo.  This evidence establishes that the same entities commonly
manufacture, produce, and provide the parties’ relevant goods and services and markets them under the
same mark.  Therefore, applicant’s and registrant’s goods and services are considered related for
likelihood of confusion purposes.  See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04
(TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).
 
Evidence obtained from the Internet may be used to support a determination under Section 2(d) that goods
and/or services are related.  See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB
2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).  The Internet has
become integral to daily life in the United States, with Census Bureau data showing approximately three-
quarters of American households used the Internet in 2013 to engage in personal communications, to
obtain news, information, and entertainment, and to do banking and shopping.  See In re Nieves & Nieves
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LLC, 113 USPQ2d 1639, 1642 (TTAB 2015) (taking judicial notice of the following two official
government publications:  (1) Thom File & Camille Ryan, U.S. Census Bureau, Am. Cmty. Survey
Reports ACS-28, Computer & Internet Use in the United States:  2013 (2014), available at
http://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf, and (2) The Nat’l
Telecomms. & Info. Admin. & Econ. & Statistics Admin., Exploring the Digital Nation:  America’s
Emerging Online Experience (2013), available at
http://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-
_americas_emerging_online_experience.pdf).  Thus, the widespread use of the Internet in the United
States suggests that Internet evidence may be probative of public perception in trademark examination.
 
The trademark examining attorney has also attached evidence from the USPTO’s X-Search database
consisting of a number of third-party marks registered for use in connection with the same or similar
goods and services as those of both applicant and registrant in this case.  This evidence shows that the
goods and services listed therein- namely,  applicant’s and registrant’s goods and services, as identified
above  - are of a kind that may emanate from a single source under a single mark.  See In re Anderson, 101
USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB
1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).
 
As this attached internet evidence and third-party registrations demonstrate, applicant’s and registrant’s
goods and services are considered related for likelihood of confusion purposes.  See, e.g., In re Davey
Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d
1266, 1268-69, 1271-72 (TTAB 2009). Thus, as applicant’s and registrant’s goods and services are
commercially related and travel in the same trade channels, the goods and services would be encountered
by the same consumers under circumstances such that offering them under similar marks would lead to the
mistaken belief that they come from, or are in some way associated with, the same source.
 
Therefore, in light of the foregoing, applicant’s mark is similar in sound, appearance and commercial
impression to the registrant’s mark, and applicant’s goods and services  are related to the registrant’s
services. As such, a likelihood of confusion exists between the applicant’s and registrant’s marks. 
Consequently, registration is denied for the applied for mark.   This refusal is herein made final.
 
 
Applicant’s Arguments Against the Refusal
 
Applicant argues that the trade channels of the goods and services are dissimilar.  With respect to
applicant’s and registrant’s goods and/or services, the question of likelihood of confusion is determined
based on the description of the goods and/or services stated in the application and registration at issue, not
on extrinsic evidence of actual use.  See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d
1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers
Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).   Absent restrictions in an
application and/or registration, the identified goods and/or services are “presumed to travel in the same
channels of trade to the same class of purchasers.”   In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268,
62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).   In this case, the identification set forth in the application and
registration has no restrictions as to nature, type, channels of trade, or classes of purchasers.  Therefore, it
is presumed that these goods and services travel in all normal channels of trade, and are available to the
same class of purchasers. Therefore, applicant’s argument is unpersuasive.
 
Applicant notes in particular that “[r]egistrant’s mark consists of twice as many syllables as Applicant’s
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mark.” The fact that registrant’s mark has more syllables than the applicant’s mark is not determinative
as to whether the marks are dissimilar or similar in sound.  In this case, the fist and dominant element of
the marks – PAT-   are identical, the second elements of the marks are nearly identical – STAT and
STATS - varying only by a terminal “s”. Thus, while registrant’s mark may contain the letter “s” and a
non-source identifying top level domain at the end of its mark, it cannot be ignored that applicant’s mark
is nearly identical  to the first – and therefore dominant elements - of the registrant’s mark.   
 
Applicant argues that the marks are dissimilar.  For the reasons previously discussed above, the examining
attorney finds this argument unpersuasive.  Additionally, it should be noted that applicant’s mark is nearly
identical to the registrant’s mark.  While registrant’s mark does contain the element, “.ORG” , the Court
of Appeals for the Federal Circuit has stated that, as a general rule, the addition of a gTLD to does not add
source-indicating significance except in “unique” or “exceptional” circumstances.  In re Oppedahl &
Larsen LLP, 373 F.3d 1171, 1175-77, 71 USPQ2d 1370, 1372-74 (Fed. Cir. 2004).  Thus, in considering
the near inconsequential presence “.ORG.”, registrant’s mark appears to be the pluralization of
applicant’s mark.  Please note that an applied-for mark that are the singular or plural form of a registered
mark is essentially identical in sound, appearance, meaning, and commercial impression, and thus the
marks are confusingly similar.  Weider Publ’ns, LLC v. D & D Beauty Care Co., 109 USPQ2d 1347,
1355 (TTAB 2014) (finding the singular and plural forms of SHAPE to be essentially the same mark)
(citing Wilson v. Delaunay, 245 F.2d 877, 878, 114 USPQ 339, 341 (C.C.P.A. 1957) (finding no material
difference between the singular and plural forms of ZOMBIE such that the marks were considered the
same mark); In re Pix of Am., Inc., 225 USPQ 691, 692 (TTAB 1985) (noting that the pluralization of
NEWPORT is “almost totally insignificant” in terms of likelihood of confusion among purchasers); In re
Sarjanian, 136 USPQ 307, 308 (TTAB 1962) (finding no material difference between the singular and
plural forms of RED DEVIL)). As the applicant has merely pluralized the registrant’s mark and added the
generic top level domain “.ORG” to the registered mark, there is no denying that the marks are highly
similar in commercial impression, sound and appearance. Thus, in addition to the rea
 
Applicant argues that the registered mark is “entitled to only very narrow trademark protection” because
it registered under Section 2(f).  The Court of Appeals for the Federal Circuit and the Trademark Trial and
Appeal Board have recognized that marks deemed merely descriptive are still entitled to protection against
the registration by a subsequent user of a similar mark for closely related goods and/or services.  TMEP
§1207.01(b)(ix); see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ
108, 109 (C.C.P.A. 1974) (likelihood of confusion is “to be avoided, as much between ‘weak’ marks as
between ‘strong’ marks, or as between a ‘weak’ and ‘strong mark’)); In re Colonial Stores, Inc., 216
USPQ 793, 795 (TTAB 1982) (“even weak marks are entitled to protection against registration of similar
marks”).   This protection extends to marks registered on the Supplemental Register.  TMEP
§1207.01(b)(ix); see, e.g., In re Clorox Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978);
In re Hunke & Jochheim, 185 USPQ 188, 189 (TTAB 1975). As applicant’s mark is highly similar to the
registered mark, and applicant’s goods and services are highly similar to the registrant’s services, the
registrant’s mark is still entitled to protection in this instance.
 
Applicant argues that the users of its goods are highly sophisticated and that, when combined with the
price of applicant’s goods and services, they are unlikely to be confused as to the sources of the goods
and services. This argument is unpersuasive. First, the fact that purchasers are sophisticated or
knowledgeable in a particular field does not necessarily mean that they are sophisticated or knowledgeable
in the field of trademarks or immune from source confusion.  TMEP §1207.01(d)(vii); see, e.g., Stone Lion
Capital Partners, LP v. Lion Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir.
2014); Top Tobacco LP v. N. Atl. Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011).  In this case, it
is likely that the knowledgeable, skilled researchers capable of analyzing applicant's patent statistical data
will be the same ones would be interested in registrant's patent statistical data. The attached and above



referenced evidence demonstrates this every occurrence as they provide both general patent statistics and
patent statistics related to litigation and legal topics.
 
Applicant also argues that because its goods and services are expensive and the registrant’s services are
not expensive, consumers will not suffer confusion. This argument is unpersuasive as consumers are
accustomed to providers of expensive database search engines providing free or lower cost  versions of the
same product. See e.g.,  
http://www.americanbar.org/groups/departments_offices/legal_technology_resources/resources/charts_fyis/soloresearchoptions.html,
https://www.sandiego.edu/law/library/services/lexis-westlaw-bloomberg.php,  
http://myshingle.com/2005/01/articles/legal-research-and-writing/westlaw-is-free-in-some-places-but-
why-not-everywhere/.
  
Applicant argues that the limitations that were added to the identification of goods and services “make it
clear that its goods and services are not related to the Registrant’s patent litigation information services.”
This argument is unpersuasive. Applicant’s newly added limitation is “excluding information in the field
of patent law litigation statistics.” However, many clauses in the identification are still broadly worded-
“Downloadable electronic data files and databases containing information about patents and utility
models, namely, …information…; data files and databases recorded on data carriers containing information
about patents and utility models, namely, information…" in Class 9; "Services consisting of the
compilation and systemization of data pertaining to patent data in computer databases,
particularly…information…concerning patents…in computer databases; providing an online searchable
database pertaining to patent data, particularly …information…patents " in Class 35; "Transfer of data by
telecommunications, in particular transfer of data containing… information, … concerning patents " in Class
38; "providing search engines for data bases pertaining to patent data, particularly …information…
concerning patents" in Class 42. Thus, even though applicant’s goods and services may not be providing
information in the very narrow and specific filed of “patent law litigation statistics,” applicant can still
provide information about any other aspect of patent law or patent litigation.
 
Applicant has argued that the applicant is a governmental entity and therefore confusion between the
source of the goods and services is unlikely.  However, because applicant is a governmental entity, it is
likely that consumers will conclude that the registrant’s patent statistics emanate from the applicant.  The
Trademark Act not only guards against the misimpression that the senior user is the source of the junior
user’s goods and/or services, but it also protects against “reverse confusion,” that is, the junior user is the
source of the senior user’s goods and/or services.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d
1687, 1690 (Fed. Cir. 1993); Fisons Horticulture, Inc. v. Vigoro Indust., Inc., 30 F.3d 466, 474-75, 31
USPQ2d 1592, 1597-98 (3d Cir. 1994); Banff, Ltd. v. Federated Dep’t Stores, Inc., 841 F.2d 486, 490-91,
6 USPQ2d 1187, 1190-91 (2d Cir. 1988).
 
Finally, please note that where the goods and/or services of an applicant and registrant are “similar in kind
and/or closely related,” the degree of similarity between the marks required to support a finding of
likelihood of confusion is not as great as in the case of diverse goods and/or services and that the greater
degree of similarity between the applied-for mark and the registered mark, the lesser the degree of
similarity between the goods and/or services of the respective parties that is required to support a finding
of likelihood of confusion.  In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202 (TTAB 2009); In re Thor
Tech, Inc., 90 USPQ2d 1634, 1636 (TTAB 2009);  In re J.M. Originals Inc., 6 USPQ2d 1393, 1394
(TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354 (Fed.
Cir. 2004); TMEP §1207.01(b). 
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RESPONSE TO FINAL OFFICE ACTION
 
Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)       A response that fully satisfies all outstanding requirements and/or resolves all
outstanding refusals.

 
(2)       An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100
per class.

 
37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP
§1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37 C.F.R.
§2.6(a)(15).
 
 
 
 
 
 

/N. Gretchen Ulrich/
Trademark Examining Attorney
Law Office 113
U.S. Patent & Trademark Office
phone: (571) 272-1951
gretchen.ulrich@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/


a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
























































































































































To: Europäische Patentorganisation (bgrahn@oppenheimer.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79128458 - PATSTAT - 22426-
2033

Sent: 10/8/2015 6:16:39 PM

Sent As: ECOM113@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 10/8/2015 FOR U.S. APPLICATION SERIAL NO. 79128458
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 10/8/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:bgrahn@oppenheimer.com
http://tsdr.uspto.gov/view.action?sn=79128458&type=OOA&date=20151008#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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